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Applicant(s) 

ZULLI ET AL. 



Art Unit 
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r^uii I n. L^ civ.wr ' 



^TZ^L STATUTORV PERIOD .OK REPLY ,S SET TO EXP,RE , MONTH(S, PROM 

' earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

I )□ Responsive to communication(s) filed on . 

r-. . ciMAi 2b^RI This action is non-final. 

Disposition of Claims 

4) H Claim(s) M is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) n Claim{s) 1-3.5-7 is/are rejected. 
?)□ Claim(s) 4 and 6 is/are objected to. 

8) n ciaim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s)fi-edon__is/are: a-pted or objected to by the Exami^^^^^^^^ 

Applicant may not request that any objection to the drawlng(s) be held ,n abeyance. See 37 CFR 1^85(a). 
Appiicani nidy h . ^ ic- aMH annroved ^[1 disapproved by the Examiner. 

I I )□ The proposed drawing correction filed on is. a)U approved D)U oisapp 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) H Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)E All b)D Some * c)D None of: 

1 El Certified copies of the priority documents have been received. 

2 □ certified copies of the priority documents have been received in Application No. 
30 copies Of the certified copies of the priority ^0--^^^^^^ ^'^^ ^^'^ ''^'^ 

.SeetheattaSSaVeTorS^^^^^^ 
Airedr^^^^ is .ade of a claim for domestic priority under 35 U.S.C. , 1 19(e) (to a provisional applicafon). 
a) □ The translation of the foreign language provisional aPPHcation has been rec^ved 
1 5)D AclTnowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 1 20 and/or 121. 

Attachment(s) ^ ^^^^^^.^^ ^^^^^^ ^p^Q_^^ 3^ p^p^^ ^^^3, , 

1) □ Notice of References Cited (PTO-892) j-, ^ ^^^^^^^ Application (PTO-152) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948 o LJ 

3) □ information Disclosure Statement(s) (PTO-1449) Paper No(s) 1 . 6)U O^^er. 
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DETAILED ACTION 



Claim Objections 

1 . Cla,m 6 . objected to because of the following informalities: In line 1 , should be 
replaced with Appropriate correction is required. 

2. Claim 4 is objected to as being dependent upon a rejected base claim. 



Claim Rejections - 35 USC § 102 
3. The fo,>ow,„g is a ,uo,aUo„ of ,he appropriate parag^phs of 35 U.S.C. 102 ,ha, form fte 
basis for the rejectiorts under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in- hv another filed in the United States before the 

, an application for patent, published under section ,ndcr the treaty defined in 

i ention'by the applicant for patent, ^^P^*^* ^ '"^^^^^ published under section 1 22(b) 

section 351(a) shall have the effect under this ^"bsec.^^^^^^^ JSJlished under Article 21(2)(a) of such 

only if the international application designating the United States was pu 

4. Claims 1 - 2 arc rejected under 35 U.S.C. 102(b) as being anticipated by Nippon Oils & 

Fats Co, LTD (Derwent 1990-234338). 

Applicant claitns a cosmetic composition comprising a. least one isoflavoncs aglycone 
incorporated in,o a liposome. Specifically, the isoflavones is genistein or daidzein. 
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Nippon Oils teaches a composition of isoflavones. specincally gen.stein, incon>orate<i 

into liposomes (abstract). 

The reference anticipates the claimed subject matter. 



5. 



Claims 1 - 2 are rejected under 35 U.S.C. 102(b) as being anticipated by Hwang et al. 



(US 5948814). 

Applicant claims a cosmetic composition comprising at least one isoflavones aglycone 
incorporated into a liposome. Specifically, the isoflavones is genistein or daidzein. 

Hwang teaches compositions comprising genistein incorporated into liposomes (col.7 hne 

39-48). 

The reference anticipates the claimed subject matter. 



6. Claims I - 2 are 



rejected under 35 U.S.C. 102(e) as being anticipated by Peters et al. (US 



6455072). 

Applicant claims a cosmetic composition comprising at least one isoflavones aglycone 
incorporated into a liposome. Specifically, the isoflavones is genistein or daidzein. 

Peters teaches compositions of isoflavones incorporated into liposomes for cosmetic use 
(col.l line 17-26), specifically daidzein and genistein (col2 line 1-2). 

The reference anticipates the claimed subject matter. 
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Claim Rejections -35 (JSC § 103 

♦ t;^., «f 1*; 1 1 <; r 1 0'i(a) which forms the basis for all 

7. The foUowmg is a quotation ot U.b.L-. iuj.w w'"^' 

obviousness rejections set forth in this Office action: 

(a) A pate, .ay not be obtained though the '-.on ,s not i^^^^^^^^^^^^^ ^S^S a^fdl^ran^are 

ectio. 102 of th.s title, if the differences bet.^en was made to a person 

manner in which the invention was made. 

8. Th,s application currently names join, inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
Carms was commonly owned a, the time any inventions covered therein were made absem any 
evidence to the contrary. Applicant is advised of the oblrgation under 37 CFR 1 .56 .„ point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 1 03(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 



9. Claims 1 



- 2 and 5 - 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 



Nippon Oils, Hwang or Peters. 

Applicant claims a cosmetic composition comprising at least one isoflavones aglycone 
incorporated into a liposome. Specifically, the isoflavones is genrstein or datdzein. The 
isoflavones aglycone is from about 1 - 500 mg*g of the cosmetic, or 20 - 200 mg/kg. 

Nippon Oils teaches a composition of isoflavones, specifically genistein. incon,oraled 

into liposomes (abstract). 

Hwang teaches compositions comprising genistein incorporated into liposomes (col.7 line 

39-48). 
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Peters teaches compositions of isoflavones incorporated into liposomes for cosmetic use 
(col.l line 17-26), specifically daidzein and genistein (col.2 line 1-2). 

The above references do not teach the claimed concentration of isoflavones in the 
compositions. However, at the time of the claimed invention, it was well within the purview of 
one of ordinary skill in the art to optimize effective amounts of active ingredients as a matter of 
routine expenmentation. Moreover, at the time of the claimed invention, one of ordinary skill in 
the art would have been motivated by routine practice to optimize the concentration of 
isoflavones in the composition of any one of the references, with a reasonable expectation for 
successfully obtaining a composition a composition of isoflavones and liposomes. 

1 0. Claims 1 - 2 and 5 - 6 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Saruno (JP 360061513 A) or Gorbach (US 6060070) in view of Lanzendorfer et al. (US 6180662 
Bl). 

Saruno teaches topical cosmetic compositions comprising genistein wherein the 
composition exhibits antimicrobial and antioxidant activity (abstract). 

Gorbach teaches cosmetic compositions of genistein and/or diadzein for 
treating/preventing the signs of aging (abstract). The compositions are incorporated into 
transdermal delivery systems and may in forms of lotions, creams, oils, sprays and gels (col.l 
line 60-67). 

The references do not teach the compositions incorporated into a liposome. However, 
Lanzendorfer teaches that active components incorporated into liposomes improves penetration 
into the skin and achieve a sustained release and/or preserving effect (col.l 7 line 44-52). At the 
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,i„e of .he claimed invention, one of ordinary skill in the art would have been mot.vaied by 
Unzendorfer to inco^ora.e the active ingredients of Saruno or Gorbach into the hposomc of 
Lanzendorfer because of the improved skin penetration action as disclosed by Lanzendorfer. 
One of ordinary skill in the art would have been further motivated to incorporate the ingredients 
of Gorbach into the liposome of Lanzendorfer because Gorbach specifically teaches the 
isoflavones compositrons may be mcorporated ,„,o transdermal delivery systems (of which 
liposomes are). Moreover, at the time of the claimed invention, one of ordinary skill in the art 
would have been motivated by Lanzendorfer to incorporate the active agents of either Samno or 
Gorbach into a liposome with a reasonable expectation for successfully improving penetration of 
the compositions. 

11. Claims 1 - 3 and 5 - 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chikamatsu et al. (JP 358225004 A) and Matsuda et al. (JP 406040880 A) in view of 
Lanzendorfer. 

Applicant claims a cosmetic composition comprising at least one isoflavones aglycone 
incorporated mto a liposome. Specifically, the .soflavones ,s genistein or daidzein and the 
composition further compnses at least one algal extract. The isoflavones aglycone is from about 
1 - 500 mg p kg of the cosmetic, 20 - 200 mg p kg. 

Chikamatsu teaches cosmetic compositions comprising isoflavones, specifically d.adzem 
and genistein, for inhibiting melanin formation (or has a whitenmg effect) (abstract). 

Matsuda teaches cosmetic compositions comprising extracts of blue-green algae that have 
a skin whitening effect (abstract). 
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The above references do not teach a composition comprising a combination of 
isoflavoncs and algae extract. However, at the t,me of the claimed invention, it would have been 
obvious to one of ordinary skill in the art to combine the instant ingredients for their known 
benefit, as disclosed by .he cited references above, since each is «cll known in the art for their 
whitening effect. This rejection is based on the well established proposition of patent law that no 
invention resides in combin.ng old ingredients of known properties where the resulu obtained 
thereby are no more than the additive effect of the ingredients. In re Sussman. 1943 CD. 518. 

The references do not teach the crapos.tions wherein the active agents are incorporated 
into a liposome. However. Lanzendorfer teaches that active components incorporated tnto 
liposomes improves penetrat.on tnto the skin and ach.cve a sustained release and/or preserving 
effect (col.17 line 44-52). At the time of the claimed invention, one of ordinary skill in the art 
would have been motivated by Lanzendorfer to mcorpora.e the composition obtained by the 
combined references into the liposome of Lanzendorfer because of the improved skin penetration 
action as disclosed by Lanzendorfer. Moreover, at the lime of the claimed invention, one of 
ordinary skill in the art would have been motivated by Lanzendorfer to incorporate the active 
agents of Chikamatsu and Matsuda into a l.posome with a reasonable expectation for 
successfully improving penetration of the compositions. 

The above references do not teach the claimed concentration of isoHavones in the 
compositions. However, a. the time of the claimed invention, it was well within the purview of 
one of ortiinary skill in the art to optimize effective amounts of active ingredients as a matter of 
routine experimentation. Moreover, at the time of the claimed invention, one of ordinary skill in 
the art would have been motivated by routine practice to optimize the concentration of 
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isonavones in the composition of any one of the references, with a reasonable expectation for 
successfully obtaining a composition a composition of isoflavones and liposomes. 

12. Claims 1 - 3 and 5 - 7 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Saruno and Kikuchi et al. (JP 407224278 A) in view of Lanzendorfer. 

Applicant claims a cosmetic composition comprising at least one isoflavones aglycone 
incorporated into a liposome. Specifically, the isoflavones is genistein or daidzein and the 
composition further comprises at least one algal extract. The isoflavones aglycone is from about 
1 - 500 mg p kg of the cosmetic, 20 - 200 mg p kg. 

Saruno teaches cosmetic compositions comprising genistein wherein the composition 
exhibits antimicrobial and antioxidant activity (abstract). 

Kikuchi teaches cosmetic compositions comprising algae extracts wherein the 
composition exhibits antioxidant activity (abstract). 

The above references do not teach a composition comprising a combination of 
isoflavones and algae extract. However, at the time of the claimed invention, it would have been 
obvious to one of ordinary skill in the art to combine the instant ingredients for their known 
benefit, as disclosed by the cited references above, since each is well known in the art for their 
antioxidant activity. This rejection is based on the well established proposition of patent law that 
no invention resides in combining old ingredients of known properties where the results obtained 
thereby are no more than the additive effect of the ingredients, In re Sussman. 1943 CD. 518. 

The references do not teach the compositions wherein the active agents are incorporated 
into a liposome. However, Lanzendorfer teaches that active components incorporated into 
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liposomes improves penetration into the skin and achieve a sustained release and/or preserving 
effect (col. 1 7 line 44-52). At the time of the claimed invention, one of ordinary skill in the art 
would have been motivated by Lanzendorfer to incorporate the composition obtained by the 
combined references into the liposome of Lanzendorfer because of the improved skin penetration 
action as disclosed by Lanzendorfer. Moreover, at the time of the claimed invention, one of 
ordinary skill in the art would have been motivated by Lanzendorfer to incorporate the active 
agents of Saruno and Kikuchi into a liposome with a reasonable expectation for successfully 
improving penetration of the compositions. 

The above references do not teach the claimed concentration of isoflavones in the 
compositions. However, at the time of the claimed invention, it was well within the purview of 
one of ordinary skill in the art to optimize effective amounts of active ingredients as a matter of 
routine experimentation. Moreover, at the time of the claimed invention, one of ordinary skill in 
the art would have been motivated by routine practice to optimize the concentration of 
isoflavones in the composition of any one of the references, with a reasonable expectation for 
successfully obtaining a composition a composition of isoflavones and liposomes. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ruth A. Davis whose telephone number is 703-308-6310. The 
examiner can normally be reached on M-H (7:00-4:30); altn. F (7:00-3:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Wityshyn can be reached on 703-308-0196. The fax phone numbers for the 
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organization where this application or proceeding is assigned are 703-308-4242 for regular 
communications and 703-308-4242 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0196. 



Ruth A. Daivs 
September 24, 2002 




